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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, hov^ever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 28 October 2002 , 
2a)n This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) 13 Claim(s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

?)□ Claim(s) is/are objected to. 
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Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required If the drawjng(s) is objected to. See 37 CFR 1.121 (d). 
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Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
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Art Unit: 1636 

DETAILED ACTION 
Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 
L Clainis 1 and 3, drawn to a particular complex of interacting proteins, and the host 
cells comprising the interacting proteins, classified in class 530, subclass 350. 

II. Claim 2, drawn to a particular complex of interacting polynucleotides, classified 
in class 536, subclass 23.1. 

III. Claim 4, drawn to a method of identifying a compound that modulates cell 
growth, classified in class 435, subclass 6. 

IV. Claims 5 and 6, drawn to a (pharmaceutical) compound that modulates cell 
growth, classified in class 514, subclass 1. 

V. Claim 7, drawn to a record of data set forth in Tables 1 and 2, classified in class 
702, subclass 20. 

Upon the election of Group I or II, Applicant must select either a particular protein- 
protein interaction or nucleotide-nucleotide interaction (e.g., Human Skpl and KIAA0483, if the 
first interaction is elected), as each of the individual interactions are considered to be distinct 
inventions. This is not a species election because each of the individual complexes comprises 
different binding partners, where the collective members of the complexes have distinct 
biochemical structures from the other complexes. It is noted that for the sake of brevity (there 
are over 40 pages of interactions set forth in the specification), each individual interaction is not 
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being described as an individual group, although they clearly are. If a particular interaction is 
not elected, the response will be considered non-responsive. 



The inventions are distinct, each from the other because of the following reasons: 

Inventions Gi oup I and Group II are unrelated. Inventions are unrelated if it can be 
shown that they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the 
instant case the different inventions have different functions that are not disclosed as capable of 
being used together. Specifically, the invention of Group I relates to a complex of proteins, 
where each protein has a specific biochemical function associated with the particular amino acid 
structures. These specific biochemical functions cannot be performed by the corresponding 
polynucleotides because the polynucleotides have a different function associated with their 
particular structures, that being the encoding of a protein. Because the inventions have distinct 
functions and related structures, the inventions are considered patentably distinct, 

Inventions I-II and III are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different effects and are not disclosed as capable of being used together. 
Specifically, the inventions of Groups I and II have specific biochemical functions associated 
with the particular structures of the molecules, and these lead to the effect of a specific activity 
(associated with a protein) or the ability to encode a particular protein (associated with the 
nucleic acid). The effect of Group III is the identification of a modulating compound, which 



Application/Control Number: 10/038,010 Page 4 

Art Unit: 1636 

does not result in the production of a polypeptide with a specific activity. Thus, the inventions 
have different results, and are patentably distinct because of this difference in the effects of each 
invention. 

Inventions I-Il and IV are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different fimctions and are not disclosed as capable of being used together. 
Specifically, the inventions of Groups I and II have specific biochemical functions associated 
with the particular structures of the molecules, and these lead to the effect of a specific activity 
(associated with a protein) or the ability to encode a particular protein (associated with the 
nucleic acid). The effect of Group IV is the ability to inhibit the growth of a cell, which is a 
different function than the production of a polypeptide with a distinct biochemical function. 
Furthermore, the conpound has a structure that is not necessarily associated with either an amino 
acid sequence or a polynucleotide sequence, and this structure is directly related to the function 
of the compound. As a resuh of the differences in function, the inventions are considered 
patentably distinct. 

Inventions III and IV are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different functions and effects and are not disclosed as capable of being used 
together. Specifically, the invention of Group III is directed to the identification of a compound, 
whereas the invention of Group IV is directed to a compound that has the ability to modulate 
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cellular growth. Thus, the inventions have different functions, and have different results in that 
one results in the identification of a compound whereas the other results in the modulation of cell 
growth. Because the inventions have distinct functions and effects, the inventions are 
determined to be patentably distinct. 

Inventions I-IV and V are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions have different functions and are not disclosed as capable of being used together. 
Specifically, Groups UV each has a distinct biochemical function, which is absent fi-om the 
record of Group V which is simply a collection of data that has no biochemical function. Since 
the inventions have different functions, they are properly restricted as distinct inventions 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. Furthermore, especially in instances where the classifications 
are the same, the non-patent literature searches required for each of these inventions are not co- 
extensive, hence said searches would be burdensome. Therefore restriction for examination 
purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David A. Lambertson whose telephone number is (571) 272- 
0771 , The examiner can normally be reached on 6:30am to 4pm, Mon.-Fri., first Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Remy Yucel, Ph.D. can be reached on (571) 272-0781. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regai'ding the status of an appHcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appHcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



David A. Lambertson, Ph.D. 
AU 1636 





JAMES W\Va\ 



